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1. Examiner acknowledges receipt of Applicant's response to the previous Office action, received 07 
April 2009; which amends the specification, drawings and claims 1, 10, 16, 18, 24 and 28. Claims 1-35 

remain pending in this apphcation. 

2. The replacement sheets for Figures 4, 6-10, 12 and 13 were received on 07 April 2009. These 
drawings are acceptable. 

3. In response to Applicant's amendment, the objections to the drawings, specification and claims are 
deemed to have been overcome and are, therefore, withdrawn. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found in a prior 
Office action. 

5. In response to Applicant's remarks, concerning the 35 U.S.C. §101 rejection of the claims, as being 
directed to non-statutory subject matter. Examiner notes the following. 

Applicant argues that the claimed subject matter is statutory, because it is "tied to a particular 
machine or apparatus," specifically because of the presence in the claims of the terms "storage" and 
"processor" (page 1 1 of the instant response). This argument is not persuasive, because this generic claiming 
of a storage and processor does not tie the claimed method to a ''specific machine or apparatus." The terms 
"storage" and "processor" are extremely broad, and are not specifically defined. 

Applicant further argues that the claimed subject matter is statutory, because the mathematical 
operations are performed for a practical application (page 12 of the instant response). This argument is not 
persuasive, because the body of each of the claims has no clear nexus with the language of the preamble of 
the respective claim. As per claim 1, although Applicant indicates practical applicability of the claimed 
method to "analyzing a set of assets," no actual analyzing is accomplished by the body of the claim. In this 
case, all that is accomphshed is the generation of a number; namely, the instantly claimed probability, and 
that number is not claimed as actually being utilized in any way. As per claim 4, although Applicant 
indicates practical applicability of the claimed method to "optimizing a set of assets," no actual optimizing is 
accomplished by the body of the claim. In this case, all that is accomplished is the determination of a 
plurality of numbers; namely, the instantly claimed weights, and those numbers are not claimed as actually 
being utihzed in any way. As per claim 10, although AppHcant indicates practical applicability of the 
claimed method to "selecting a set of assets" and "optimizing the weights of the assets," the body of the 
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claim only repeats the posed tasks of the preamble, without more. Hence, the claim is presented as a mere 
abstract concept, without any indication of how the desired results are actually accomplished. 

Accordingly, claims 1-35 stand rejected under 35 U.S.C. §101 rejection, as being directed to non- 
statutory subject matter. 

6. In response to Applicant's remarks, concerning the 35 U.S.C. § 102(e) rejection of claims 1, 4, 6-10 
and 13-26, as being clearly anticipated by Bernhardt (U.S. Patent Application Publication No. 
2003/0055765), Examiner notes the following: 

a. As presented in the previous Office action, as per claim 1, Bernhardt teaches "A method of 
analyzing a set of assets selected from a plurality of thereof, historic returns data for the assets of the 
plurality being stored in storage accessible to a processor" ([0007]; [0008]) "and the method comprising the 
steps performed in the processor of: receiving inputs indicating assets selected for the set and for each asset, 
a desired minimum return" ([0029];[0087]); "using the historic returns data to determine a probability that at 
least one of the selected assets will not provide the desired minimum return indicated for the asset; and 
outputting the probability" ([0029]-[0033]). 

As per claim 4, Bernhardt teaches "A method of optimizing a set of assets, historic returns data for 
the assets being stored in storage accessible to a processor and the method comprising the steps performed in 
the processor of: receiving inputs indicating a set of scenarios for the set of assets, each scenario having 
values which are used in optimizing the set of assets and which vary stochastically between two extremes 
and a probability of occuiTence for the scenario" ([0029]-[0033];[0144]-[0145]); "and determining weights 
of the assets in the set such that the worst-ease value of the set of assets is optimized over the set of 
scenarios" ([0144]-[0146]). 

As per claim 6, Bernhardt teaches "The method of optimizing set forth in claim 4 wherein: a scenario 
in the set of scenarios may correspond to the historical returns data for the assets in the set of assets" ([0144]- 
[0145]). 

As per claim 7, Bernhardt teaches "The method of optimizing set forth in claim 4 wherein: a scenario 
in the set of scenarios may include certain assets in the set of assets which are highly correlated" ([0144]). 

As per claim 8, Bernhardt teaches "The method of optimizing set forth in claim 4 wherein: a scenario 
in the set of scenarios may correspond to outliers in the historical returns data" ([01 19]; [01 44]). 

As per claim 9, Bernhardt teaches "The method of optimizing set forth in claim 4 fiarther comprising 
the step of: receiving inputs indicating additional constraints to which the set of assets being optimized is 
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subject; and in the step of determining weights of the assets, determining the weights subject to the additional 
constraints" ([0030];[0023]). 

As for claim 10, the same citations applied to claims 1 and 4 above apply as well for this claim. 

As per claim 13, Bernhardt teaches "The method set forth in claim 10 wherein: optimizing the 
weights of the assets is done using robust optimization" ([0017]-[0025]). 

As per claim 14, Bernhardt teaches "The method set forth in claim 13 wherein: the robust 
optimization optimizes over a set of user-specified scenarios, each scenario having values which are used in 
optimizing the set of assets and which vary stochastically between two extremes and a probability of 
occurrence for the scenario" ([0144]-[0146]). 

As per claim 15, Bernhardt teaches "The method set forth in claim 10 wherein: optimizing the 
weights of the assets is done subject to a constraint that the probability that the set of assets yields a desired 
minimum return is greater than a user-specified value a" ([0029]-[0030]). 

As per claim 16, Bernhardt teaches "The method set forth in claim 15 wherein: the optimization is 
done subject to a plurality of constraints (L.n), a constraint cm specifying that the probability that the set of 
assets yields a desired minimum return that is greater than a user-specified value «,>." ([0029] -[0030]). 

As per claim 17, Bernhardt teaches "The method set forth in claim 15 wherein: optimizing the 
weights of the assets in the set is done using robust optimization" ([0017]-[0025]). 

As per claim 18, Bernhardt teaches "The method set foi1h in claim 17 wherein: the robust 
optimization optimizes over a set of user-specified scenarios, each scenario including a mean return and a 
covariance matrix, each of which varies stochastically between two extremes, and a probability of occurrence 
for the scenario" ([0078]-[0079];[0032]). 

As per claim 19, Bernhardt teaches "The method set forth in claim 10 wherein: the asset may have a 
negative weight" ([0033]). 

As per claim 20, Bernhardt teaches "The method set forth in claim 10 wherein; the sum of the 

weights of the assets in the set may exceed 1" ([0033]). 

As per claim 21, Bernhardt teaches "The method set forth in claim 10 wherein: optimizing the 
weight of the assets is done subject to one or more additional constraints" ([0039]-[0042];[0052]-[0061]). 

As per claim 22, Bernhardt teaches "The method set forth in claim 21 wherein: the additional 
constraint restricts the sum of the weights of the assets belonging to a selected subset of the assets in the set" 
([0039]-[0042];[0052]-[0061]). 
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As per claim 23, Bernhardt teaches "The method set forth in claim 21 wherein: the additional 
constraint constrains the weight of an asset such that the amount of the asset in the set is above a minimum 

investment threshold" ([0029]-[0030]). 

As per claim 24, Bernhardt teaches "The method set forth in claim 21 wherein: the additional 
constraint limits constrains the set's downside risk to be less than a predetermined value 6" ([0029]-[0030]). 

As per claim 25, Bernhardt teaches "The method set forth in claim 24 wherein; the additional 
constraint is computed from the worst draw-down for each asset" ([0034];[0038]). 

As per claim 26, Bernhardt teaches "The method set forth in claim 24 wherein: the additional 
constraint is computed from the set's average return and standard deviation" ([003 1]). 

b. As per claims 1 and 10, Applicant argues that "the desired minimum return is per-asset, not 
per-portfolio and that the probability is not that the portfolio will not provide a desired minimum return, but 
that an asset of the portfolio will not provide the asset's desired minimum return" (pages 13, 15 and 19 of the 
instant response). This argument is not persuasive, because it is not supported by the instant claim language. 
There is no language in the instant claims which necessitates the interpretation that assets within portfolios 
are being analyzed. The instant claim language does not preclude the interpretation that a portfolio (asset) 
from within a plurality of portfoHos (set of assets) is being analyzed, since no definition limiting the scope of 
the term "asset" has been provided for. 

c. As per claim 4, Applicant argues that "The method is applied to individual portfolios; 
Bernhardt does not define scenarios which are variations of the behavior of the assets of the portfolio and 
consequently does not and cannot "determine[] weights of the assets in the set such that the worst case value 
of the set of assets is optimized over the set of scenarios"" (pages 16 and 19 of the instant response). This 
argument is not persuasive, because it is not supported by the instant claim language. There is no language 
in the instant claims which necessitates the interpretation that scenarios are specifically "variations of the 
behavior of the assets of the portfoUo," as indicated by Applicant. The instant claim language does not 
preclude the interpretation that a portfolio (asset) from within a plurality of portfolios (scenario/sets of 
scenarios) is being analyzed, since no definitions limiting the scope of the terms "asset" and "scenario" have 
been provided for. 

d. Accordingly, claims 1, 4, 6-10 and 13-26 stand rejected under 35 U.S.C. § 102(e), as being 
clearly anticipated by Bernhardt (U.S. Patent Application Publication No. 2003/0055765). 

7. In response to Applicant's amendment and remarks, concerning the 35 U.S.C. § 103(a) rejection of 
claims 5, 11, 12 and 28-33, as being unpatentable over Bernhardt (U.S. Patent Application Publication No. 
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2003/0055765) in view of Columbus et al. (U.S. Patent Application Publication No. 2002/0022988), 
Examiner notes the following: 

a. As presented in the previous Office action, as for claims 5, 11, 12 and 28-33, Bernhardt 
discloses the limitations of claims 1, 4 and 10 above, and fiirther discloses quantifying the risk of an asset 
([00145], i.e., risk control). However, Bernhardt fails to disclose the limitations of claims 5, 11, 12 and 28- 
32. However, Columbus et al. teach that the value of the set of assets is a real option value and that the 
objective function is adjusted by assigning a premium or a discount to the real value of the assets ([0007]). 
Columbus et al. further teach an objective fimction to take tax sensitivity of an asset (Fig. 5c). Therefore, it 
would have been obvious to a person of the ordinary skill in the art at the time the invention was made to 
combine the teachings of Bernhardt with the method of Columbus et al., because it would provide an 
improved system for evaluating performance based on returns observed after a particular revision, historical 
consistency and/or the number of revisions made by the analyst or inventing entity ([0016]). 

b. Applicant's arguments repeat the position addressed above, concerning Bernhardt, which 
Examiner finds not to be persuasive. Furthermore, it is noted that the additional remarks presented at pages 
17-18 and 20-21 of the instant response do not address the combination of Bernhardt in view of Columbus et 
al., but instead address the references separately. Accordingly, such remarks cannot be considered 
persuasive, because they are not directed to their combination as presented in the previous Office action. 

c. Accordingly, claims 5, 11, 12 and 28-33 stand rejected under 35 U.S.C. § 103(a), as being 
unpatentable over Bernhardt (U.S. Patent Application Publication No. 2003/0055765) in view of Columbus 
et al. (U.S. Patent Application Publication No. 2002/0022988). 

8. In response to Applicant's remarks, concerning the 35 U.S.C. § 102(e) rejection of claims 1-35, as 
being clearly anticipated by Eapen (U.S. Patent Application Publication No. 2004/0138897), Examiner notes 
the following: 

a. As presented in the previous Office action, Eapen discloses "a method and system to select 
projects from available projects and to allocate resources to departments to maximize the incremental value 
gained within a desired execution risk. Probabilify distribution of departmental capacities is created by 
performing a Monte-Carlo simulation considering probabilities of future events that may increase or decrease 
capacity. Real options based value is calculated for all available projects at the start and end of the time 
period and a subset of the highest incremental value projects is selected to form a trial portfolio. Probability 
distribution of resource demand is created in each department through a Monte-Carlo simulation of the trial 
portfolio by specifying each project's resource needs. The capacity and demand characteristics are compared 
and an execution risk is calculated. If the execution risk is not within a desired level, projects in the trial 
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portfolio are added, deleted or replaced or departmental capacities are changed such that the execution risk is 
brought to the desired level. At the end of this iterative process, the best possible selection of projects as 

well as the best possible allocation of capacities to departments are obtained and reported" (abstract). 

As per the claims, Eapen teaches an application characterized by an "Input mechanism for specifying 
the probabilistic characteristics of the events that affect available capacity of resources within departments," 
"Monte-Carlo simulation engine to create the probability distribution of departmental capacities," "Real 
options analysis engine to calculate the value of the project at the start and end of the time period 
considered," "Output mechanism that shows the projects and incremental values in a descending fashion so 
that a subset of highest incremental value projects can be selected," "Input mechanism for specifying the 
probabilistic characteristics of resource demand," "Monte-Carlo simulation engine to create a probabilistic 
resource demand for all departments," "Execution risk calculator considering the probabilistic capacities . . . 
of departments and the probabilistic resource demands ... for the departments," and "Output mechanism that 
shows resource demand, execution capacity and execution risk in all departments" (paragraphs 0061-0068), 
wherein "An execution risk is calculated for each department by comparing the probability distribution of 
resource demand against probability distribution of available capacity. Execution risk is defined as the 
probability that the department will not have enough capacity to meet the resource demand" (paragraph 
0083) and "Alternately, an overall execution risk for the entire company (including all departments) can be 
calculated and used as the measure for selecting the portfoUo" (paragraph 0084). See, also, paragraph 0001 . 

b. As per claims 1 and 10, Applicant argues that "the desired minimum return is per-asset, not 
per-portfolio and that the probability is not that the portfolio will not provide a desired minimum return, but 
that an asset of the portfolio will not provide the asset's desired minimum return" (pages 13, 17 and 19 of the 
instant response). This argument is not persuasive, because it is not supported by the instant claim language. 
There is no language in the instant claims which necessitates the interpretation that assets within portfolios 
are being analyzed. The instant claim language does not preclude the interpretation that a portfolio (asset) 
from within a plurality of portfoUos (set of assets) is being analyzed, since no definition limiting the scope of 
the term "asset" has been provided for. 

c. As per claim 4, Applicant argues that "There is nothing in the method which con-esponds to 
Applicants' robust optimization. Eapen deals with possible future variations in the resources available for 
projects and in the resources required for a portfolio of projects by way of the Monte Carlo simulations; he 
does not define specific scenarios for resource availability and consequently does not and cannot do anything 
like "determin[ing] weights of the assets in the set such that the worst case value of the set of assets is 
optimized over the set of scenarios"" (pages 17 and 19 of the instant response). This argument is not 
persuasive, because it is not supported by the instant claim language. There is no language in the instant 
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claims which supports Applicant's assertion of "defining specific scenarios for resource availability." The 
instant claim language does not preclude the interpretation that a portfolio (asset) from within a plurality of 
portfolios (scenario/sets of scenarios) is being analyzed, since no definitions limiting the scope of the terms 
"asset" and "scenario" have been provided for. 

d. Accordingly, claims 1-35 stand rejected under 35 U.S.C. §102(e), as being clearly 
anticipated by Eapen (U.S. Patent Application Publication No. 2004/0138897). 

9. The prior art made of record and not reUed upon is considered pertinent to Applicant's disclosure. 
Applicant is advised to carefully review the cited art, as evidence of the state of the art, in preparation for 
responding to this Office action. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened slalutory period for reply to this final action is set to expire THREE MONTHS from the mailing 
date of this action. In the event a first reply is filed within TWO MONTHS ol'the mailing date ol'this final action and 
the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing dale of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing dale of this final action. 

11. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to M.N. VON BUHR whose telephone number is (571)272-3755. The examiner can normally be 
reached on Monday - Friday (9-5). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Albert 
Decady can be reached on (571)272-3819. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status infomiation for published applications may be obtained from 
either Private PAIR or Public PAIR. Status infomiation for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http;//pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 
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/M.N. VON BUHR/ 

Primary Examiner, Art Unit 2121 



